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DETAILED ACTION 

1 . This Action is in response to the Appeal Brief for Application Number 09/810,625 
received on 27 December 2005. 

2. Claims 1-55 are presented for examination. 

3. Applicant's arguments, see Appeal Brief, filed 27 December 2005, with respect to 
the rejection(s) of claim(s) 1-55 under Sonnenreich have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made. 

Claim Objections 
Claim 2 is objected to because of the following informalities: 

4. Claim 2 recites the limitation "wherein sending the invitation comprising using an 
e-mail message." Examiner will interpret the limitation to read, "wherein sending the 
invitation comprises using an e-mail message." Appropriate correction is required. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, nnachine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claim 39 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claim 39 includes the limitation, "wherein the 
computer readable medium is a propagated signal", which appears to be nothing more 
than a signal carrying instructions for execution not tangibly embodied in a manner so 
as to be executable and is thus non-statutory for failing to be in one of the categories of 
invention. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 22 rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 

failing to particularly point out and distinctly claim the subject matter which applicant 

regards as the invention. 

6. Claim 22 recites the limitation, "offering new services based upon the current 
members of the group including the new member''. It is vague and unclear to Examiner 
what this limitation means. Examiner is unclear as to what new services are offered 
and to whom. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 1, 8-13, 15. 22-28, 34-55 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Waesterlid et al. (U.S. Patent Number 6,993,325). 

7. Regarding claims 1 and 35, Waesterlid disclosed a computer implemented 
method of sharing information among members of a group, the method comprising: 

storing information about all current members of a group (Waesterlid, col. 2, lines 
15-20, col. 6, lines 35-40, 50-55); 

receiving instructions from at least one current member to invite at least one 
prospective member to join the group (Waesterlid, col. 7, lines 4-6); 

sending an invitation to the prospective member to join the group (Waesterlid, 
col. 7, lines 4-6); 

receiving an affirmative response from the prospective member (Waesterlid, col. 
7, lines 8-15); 

adding the prospective member to of the group as a new member (Waesterlid, 
col. 7, lines 10-15); and 

automatically updating services to current members to account for the new 
member (Waesterlid, col. 2, line 34, col. 7, lines 13-20). 

Claim 35 includes a computer program with limitations substantially similar to the 
limitations of claim 1 and is therefore rejected under the same rationale. 
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8. Regarding claim 8, Waesterlid disclosed the limitations, substantially as claimed, 
as described in claim 1, including wherein automatically updating services comprises 
providing a list of current members that includes the new member (Waesterlid, Fig. 6B, 
col. 2, lines 15-20, col. 8, lines 40-45). 

9. Regarding claim 9, Waesterlid disclosed the limitations, substantially as claimed, 
as described in claim 1, including wherein automatically updating services comprises 
providing information in an address book that includes address information for the new 
member (Waesterlid, col. 7, line 63 through col. 8, line 45-50, Waesterlid disclosed the 
update message including address information for the new member). 

10. Regarding claim 10, Waesterlid disclosed the limitations, substantially as 
claimed, as described in claim 9, including updating the address book based upon 
information entered by the current members of the group (Waesterlid, col. 8, lines 54- 
60, Waesterlid disclosed the client application taking appropriate action to add, delete, 
or modify member records in the corresponding group database, wherein modifying 
member records from the update message is based from members being entered by 
those members). 

1 1 . Regarding claim 1 1 , Waesterlid disclosed the limitations, substantially as 
claimed, as described in claim 1, including wherein automatically updating services 
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comprises providing information in a calendar that includes information for the new 
member (Waesterlid, col. 1, lines 35-43). 



12. Regarding claim 12, Waesterlid disclosed the limitations, substantially as 
claimed, as described in claim 11, including updating the calendar based upon 
information entered by the current members of the group (Waesterlid, col. 1 , lines 35- 
43). 



13. Regarding claim 13, Waesterlid disclosed the limitations, substantially as 
claimed, as described in claim 1 1 , including inviting current group members to attend an 
event and automatically recording the event in the calendar (Waesterlid, col. 1, lines 35- 
43). 



14. Regarding claim 15, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 1, including wherein automatically updating services comprises 
enabling current members of the group to send instant messages to other current 
members of the group including the new member (Waesterlid, col. 1, lines 25-35). 



15. Regarding claim 22, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 1, including offering new services based upon the current 
members of the group including the new member (Waesterlid, col. 7, lines 10-20, 
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Waesterlid disclosed providing the new member with a list of the current members of 
the group). 

16. Regarding claim 23, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 1, including wherein automatically updating services comprises 
providing information in an instant messaging buddy list that includes information for the 
new member (Waesterlid, col. 1, lines 25-35, col. 8, lines 40-45). 

17. Regarding claim 24, Waesterlid disclosed a communication system for sharing 
information among members of a group comprising 

a group administrator for processing information about the current members of 
the group (Waesterlid, col. 7, line 2-8); 

a group communicator cooperating with the group administrator for delivering 
and exchanging information with current and prospective group members (Waesterlid, 
col. 7, line 2-8, 25-40, Waesterlid disclosed the administrator able to send out 
membership requests and update requests); and 

a group information updater cooperating with the group communicator and group 
administrator for providing automatically updated services to current members including 
a new member, wherein in response to an affirmative response to an invitation to a 
prospective member to join the group, the group information updater is instructed by the 
group communicator to add the prospective member of the group (Waesterlid, col. 7, 
lines 2-20). 
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18. Regarding claim 25, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 24, including wherein the group administrator further comprises: 

a group member profile server for updating data related to current members 
including the new member (Waesterlid, col. 6, lines 35-40, master group database, col. 
8, lines 1-2 member data); and 

a database connected to the group member profile server for storing data related 
to current members including the new member (Waesterlid, col. 6, lines 35-40, master 
group database, col. 8, lines 1-2 member data). 

19. Regarding claim 26, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 24, including wherein the group communicator further 
comprises: 

an instant message host in communication with a client system (Waesterlid, col. 
6, lines 30-45, client/server approach); and 

a login server in communication with a client system and the instant message host for 
determining whether the client is authorized to access the instant message host 
(Waesterlid, col. 1, lines 30-35, ICQ). 

20. Regarding claim 27, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 26, including wherein the instant message host further 
comprises: 
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an instant message server for sending and receiving data (Waesterlid, col. 1 , 
lines 30-35, ICQ).; and 

a domain server cooperating with the instant message server for providing 
supporting functions of the instant message host (Waesterlid, col. 1, lines 30-35, ICQ). 

21 . Regarding claim 28, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 27, including wherein the instant message host further comprises 
a routing gateway connected to the instant message server (Waesterlid, col. 3, lines 20- 
25). 

22. Regarding claim 34, Waesterlid disclosed a graphical user interface for inviting a 
prospective member of a group to join the group, the graphical user interface 
comprising: 

an invitation for the prospective member to join the group (Waesterlid, col. 7, 
lines 1-10); 

a name of the group (Waesterlid, col. 10, lines 35-45); 

a list of one or more current members of the group (Waesterlid, col. 7, lines 
10=25, col. 8, lines 40-46); and 

a tool for the prospective member to respond to the invitation (Waesterlid, col. 7, 
lines 10-15). 
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23. Regarding claim 36, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 35, including wherein the computer readable medium is a disc 
(Waesterlid, col. 4, lines 35-60). 

24. Regarding claim 37, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 35, including wherein the computer readable medium is a client 
device (Waesterlid, col. 6, lines 49-65). 

25. Regarding claim 38, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 35, including wherein the computer readable medium is a host 
device (Waesterlid, col. 5, lines 30-50). 

26. Regarding claim 39, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 35, including wherein the computer readable medium is a 
propagated signal (Waesterlid, col. 4, lines 35-60). 

27. Regarding claim 40, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 1 , including wherein the current members of the group comprise 
members of a family (Waesterlid, col. 1 , lines 20-25). 
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28. Regarding claim 41 , Waesterlid disclosed the limitations substantially as claimed 
as described in claim 1, including wherein the prospective member comprises a relative 
of a current member of the group (Waesterlid, col. 1, lines 20-25), 

29. Regarding claim 42, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 1, including in which storing information about all members of a 
group comprises storing information about all members of a private group (Waesterlid, 
col. 6, lines 35-40, col. 8, lines 1-5). 

30. Regarding claim 43, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 1 , including in which storing information about all members of a 
group comprises storing information about all members of a public group (Waesterlid, 
coL 6, lines 35-40, col. 8, lines 1-5). 

31 . Regarding claim 44, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 1, including wherein the invitation comprises a personalized 
message to the prospective member (Waesterlid, col. 7, lines 3-6). 

32. Regarding claims 45-53, Waesterlid disclosed the limitations substantially as 
claimed as described in claim 1, including wherein a group founder authorizes 
invitations to prospective members and has the power to add and delete users from the 
group and promoting and demoting group members (Waesterlid, col. 7, lines 1-20, col. 
8, lines 50-65). 
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33. Regarding claim 54, Waesterlid discloses the limitations substantially as claimed 
as described in claim 1 , including providing a notification of the response to one or more 
current members (Waesterlid, col. 7, lines 10-15). 

34. Regarding claim 55, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 1 , including treating the new member as a current 

member (Waesterlid, Fig. 6B, 216). 

Claims 1, 24, 34 and 35 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Engel et al. (U.S. Patent Number 6,028,866). 

35. Regarding claims 1, 24, 34 and 35, Engel disclosed a computer implemented 
method of sharing information among members of a group, the method comprising: 

storing information about all current members of a group (Engel, col. 4, lines 7- 

12); 

receiving instructions from at least one current member to invite at least one 
prospective member to join the group (Engel, col. 3, lines 60-67, col. 4, lines 33-45); 

sending an invitation to the prospective member to join the group (Engel, col. 3, 
lines 60-67); 

receiving an affirmative response from the prospective member (Engel, col. 4, 
lines 1-7); 
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adding the prospective member to of the group as a new member (Engel, col. 4, 
lines 10-17); and 

automatically updating services to current members to account for the new 
member (Engel, col. 4, lines 60-67). 

Claim 24 includes a communication system describing elements that would be 
necessary to perform the method of claim 1 , therefore claim 24 is rejected under the 
same rationale. 

Claim 34 includes a user interface allowing users to perform the method of claim 1 . 
Since Engel disclosed the user of the apparatus making the decision whether to join or 
not (Engel, col. 4, lines 20-23) and a display means that allows users to select end 
apparatuses (Engel, col. 4, lines 58-67), claim 34 is rejected under the same prior art as 
being substantially similar to claim 1 . 

Claim 35 includes a computer program with limitations substantially similar to the 
limitations of claim 1 and is therefore rejected under the same rationale. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2-7 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Waesterlid. 
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36. Regarding claims 2-4, Waesterlid disclosed the limitations, substantially as 
claimed, as described in claim 1 , including wherein the Membership Request Message 
follows a standard protocol that includes a header and information field (Waesterlid, col. 
10, lines 35-47). Waesterlid also disclosed the use of instant messaging, chat, and 
email provided to users of the system as all standard protocols for communicating 
amongst group members(Waesterlid, col. 1, lines 25-35, col. 4, lines 8-20). 

Waesterlid did not explicitly state wherein sending the invitation comprises using 
an e-mail message, instant message, or using an on-line chat room. 

However, e-mail, instant messaging, and on-line chat are all standard forms of 
communication that use a protocol, which includes a header and information field. 
Since Waesterlid did not limit the Membership Request Message to a specific type of 
communication, it would have been obvious for a network administrator to look for any 
standard types of communication, including email, instant messaging, and on-line chat, 
to send this request to provide users with a system that can be implemented across well 
known standards of communication that are already publicly used across the internet. 

It would have also been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate these types of communication into Waesterlid since 
they are all standard existing technologies that facilitate interaction among the members 
of a group (Waesterlid, col. 1 , lines 25-35). 
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37. Regarding claims 5-7, Waesterlid disclosed the limitations, substantially as 
claimed, as described in claim 1, including wherein the Membership Reply Message 
follows a standard protocol that includes a header and information field (Waesterlid, col. 
10, lines 50-55). Waesterlid also disclosed the use of instant messaging, chat, and 
email provided to users of the system as all standard protocols for communicating 
amongst group members(Waesterlid, col. 1, lines 25-35, col. 4, lines 8-20). 

Waesterlid did not explicitly state wherein receiving the response comprises 
using an e-mail message, instant message, or using an on-line chat room. 

However, e-mail, instant messaging, and on-line chat are all standard forms of 
communication that use a protocol, which includes a header and information field. 
Since Waesterlid did not limit the Membership Reply Message to a specific type of 
communication, it would have been obvious for a network administrator to look for any 
standard types of communication, including email, instant messaging, and on-line chat, 
to send this request in order to provide users with a system that can be implemented 
across well known standards of communication that are already publicly used across 
the internet. 

It would have also been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate these types of communication into Waesterlid since 
they are all standard existing technologies that facilitate interaction among the members 
of a group (Waesterlid, col. 1 , lines 25-35). 
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38. Regarding claim 14, Waesterlid disclosed the limitations substantially as claimed 
as described in claim 1 . Waesterlid also disclosed two approaches that may be taken to 
communication between member groups, including the client/server approach, and the 
peer-to-peer approach (col. 6, lines 30-67). 

Waesterlid did not explicitly state including wherein automatically updating 
services comprises providing an on-line forum for current members of the group to chat 
with other current members of the group including the new member. 

However, an on-line forum is a standard form of communication used by 
client/server systems, in which a protocol is used, which includes a header and 
information field in order to send the messages to the forum. Since Waesterlid did not 
limit the communication protocol to a specific type of communication, it would have 
been obvious for a network administrator to look for any standard types of 
communication, on-line forums, to send messages in order to provide users with a 
system that can be implemented across well known standards of communication that 
are already publicly used across the internet. 

Claims 16-21, 29-33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Waesterlid in view of Sonnenreich (U.S. 5,974,446). 

39. Regarding claims 16-21, Waesterlid disclosed the limitations, substantially as 
claimed as described in claim 1 . Waesterlid disclosed the use of email to facilitate 
interaction among the members of a group (Waesterlid, col. 1, lines 25-30). Waesterlid 
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did not explicitly state including wherein members of the group can share data files with 
each other, wherein the data files include multimedia such as digital images and 
photographs, and text files. 

However, it would have been obvious for one of ordinary skill in the art at the 
time the invention was made that standard emailing systems provide senders with the 
ability to attach files to send to the recipient, the files being any type of file. 

Since Waesterlid disclosed email as an existing technology to provide for 
communication between members, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made that members of the group of Waesterlid 
have the capability to send multimedia and text files to share amongst other members 
by using email as the type of communication. 

In an analogous art, Sonnenreich disclosed a system for communicating between 
server and clients wherein clients and teacher communicate with each other through 
instant messaging (col. 4, lines 18-30) in which members of the group can share data 
files with each other, wherein the data files include multimedia (Sonnenreich, col. 4, 
lines 44-50) and text files (Sonnenreich, col. 4, lines 1-10, 25-44). 

Both Waesterlid and Sonnenreich provide systems in which members of a group 
communicate through standard protocols. Therefore, it would have been obvious for 
one of ordinary skill in the art at the time the invention was made to incorporate the 
sharing of data/multimedia, as taught by Sonnenreich, into Waesterlid to provide users 
with an enhanced communication system that provides extra services allowing 
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members of an affinity group to share common interests such as music (Waesterlid, col. 
1, lines 20-25). 

40. Regarding claims 29-33, Waesterlid disclosed the limitations substantially as 
claimed as described in claim 24. Waesterlid did not explicitly state having a login 
server providing a graphical user interface for members of the system. 

In an analogous art of shared groups, Sonnenreich disclosed Sonnenreich 
disclosed a system for communicating between server and clients wherein clients and 
teacher communicate with each other, in which clients provide personal identification 
and information to gain access and start exchanging information (Sonnenreich, coL 6, 
lines 25-67). 

Both Waesterlid and Sonnenreich provide systems in which members of a group 
communicate through standard protocols. Therefore, it would have been obvious for 
one of ordinary skill in the art at the time the invention was made to incorporate the log 
in functionality of Sonnenreich into Waesterlid in order to provide a secure system 
providing only authorized users with the services of the system. 

Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in 
the references applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and are 
applied to specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant in preparing 
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responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the Examiner. 

In the case of amending the claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the claimed invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Bret Dennison whose telephone number is (571) 272- 
3910. The examiner can normally be reached on M-F 8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A Wiley can be reached on (571 ) 272-3923. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




J. B. D. 

Patent Examiner 
Art Unit 2143 
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